Fax sent hy 



Best Available Copy 

M.STON BIRD 



08-11-08 17:03 Pg: 3/8 



CENTRAL PAX CPNTen 

MS I I 20081: 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 
(filed with the Notice of Appeal^ 




Application Number. 10/820,213 


Filed: Aprii 7, 2004 


First Kamedlnvertor^RlchdhiLunaic ' ^ 


Art Unit: 2876 


Examiner ST. CYR, DANIEL 



Applicants request review of ^Unk rajection fn the above-idenffied application. No amendments aire Mihg Slad 
with this request . . , 

This request is toeing filed wRh a notice of appeal. 

The review is requested for the feason(s} stated on the attach 
Note; No more than five <5) pages may be provided. 



Respectfully 




R-Flyni 
Registration 



56,450 



Date 



Auffist 11,2008 



Cttstomer No. 00826 

ALSTON & BIRjei ttP 

Bank of Am^ca Plaza 

101 South Tiyon Street, Suite 4000 

Charlotte, NC 28280-4000 

Tel Charlotte Office (704) 444-1000 

Fax Charlotte Office (704) 444-1 1 1 1 



- 1, ' . .1 



CERTmCATlON OF FACSIMILE TRANSMISSION 

I hereby certify that this p^r is bekg fitoslmile transmitted to the Patent and Trademark OflTioe at Fat No. (571) 273-^300 
on the date shown below. 




PAa3«'IK)VDW«11/2p085:03:4|^ 



Fax sent 



Best Available Copy 

ALSTON BIRD 



88-11-88 17:83 



Pg : 4/8 



Attachment 

Reasons for Ifaeqaesting Pre-Apfpeal Brief Request for Review 

Af^licants are requesting a Pre-Appeal Brief Jlequest for Review oh tfi^ bai^ thaS tfi0^- 
Examiner has failed to show that the cited art teaches or suggests each and evety eleniiem:as:|3<^:^£^ 
the claims. 

L Introduction 

Claims 1-4 iatt pending in the application. Claims 1-4 stand rejected under a finatl^:<!jffici^ 
Action dated May 2008. Specifically, the final Office Action rejects Cl£dms 1 atnd 3^4 lilldier BS'^;^ 
US.C. § 102(b) as being anticipated by US. Patent No. 5,797,515 to Liff et al. Cihe Liff rtfetekte^^ ' ' 
and it rejects Claim 2 imder 35 US.C. § 103(a) as being unpatentable over the Uff refeireiiQe iniv^ 
US. Patent No- 6^U2,502 to Pfedwck et al* Cliie Frederfc 

Of the pending claims^C&im 1 isthesoieindepeodrntclainiandisr^nxidu^ ' 

1. A system, cctoprising: 

a plurality of open shelves containing bins for carrying items, said items hay&g:in^aa 
associated therewith; 

a haiu&)teld device programmed to: 

read the indicia associated wHb an it^ for which a restock is desiited; : 
receive order quantity infoitn^tion associated with the read iiidicia fiZHh i ll^^^^ 
decentndized stora^ location; and :. : " 

transfer the infomiation associated with the redd indicia atid the bt^ q^ 
infonnation to enable a restocking package to be prepared; ^ V . 

a workstatioh configured to receive a ciuient quantity of said item stor^^ 
centralized storage location; and : j . 

a c<Hnpudng device configured to receive ^ transfened Mckxhalion and qti^t^^ 
restocking pSctoige to be processed tor the decentralized storage location in res^oikis^ toiS^ ; 3 ^ feSr 
transient inibtma^ . . ■*\V/n"''v:J^>f[^^^^^^ 

n> Reiectionsof the Claims * \. S^^^^ 

Aj^licants submit that the rejections of Claims 1-4 should be reversed because (A) ih6 findl ; - 
Office Action is improper because it fails to assert that th^ cited references teach or sugg^.each and 
every element of tbe cuirem claims, and (B) notwithstanding, the cited references fail to tea<& or , 
suggest each and every el^neDt of the current claims/ 
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A, Tto reiectteBs mder 35 U^.C S102fl>^ and 35 U,SLC. SlOya^ are imbroper 
Applied fi^)ectfii!Iy $id)mit that tbe cuirent rejection of mdq>e!]deiit Claim 1 is improper 

since, in order to anticipate a clamH the reference must teadi every element: of the cUiia. Hikf^ 
final Office Action fails to even assert that the Liff cefei^ce teaches each end evwy eleflienr of! 1; : 
independent Claim h As stated in MPEP 2131, citing the patent laws, "A claim is anficipated c^ i^ 
each and every eienaent as set fbrth in tibe claim is found, either exixessly or inheiently desqibed^ 
single prior art reference." Verdegaal Bros, vl Union Oil Co^ of California, 814 Ri2a;iS28- 631 , 2! | 
USPQ2d 1051, 1053 (Fed, CSr. 1^7). However, the final Office Action refei^ to^eteifii^ 
that had been previously amended out of the claim langu^e in the Preliminary Piia^x^Sa^ 
October 31, 2007, and, moreover, does not address Ae cmrent language of independent Glaiai 1 > iFor 
example, pages 2-3 of the fiiwd Office Acti<m refer to **a computing device configured to receive tiie 
transfened inform^i<Hi and compare the received quantity infcwmation to a par level for th^ ite^j a^^^ 
that the resftocking package cm be prepared v^en the qumitity information is less thm fte giir ifciH^ 
As of Preliminary Amendment of October 31, 2007, this portion of Claim 1 was Sin^jiid^sJ ib^ i^ : 
computing device configured to receive the transferred information and queue a restocking p2dc$jie:»^ 
be processed for the decentralized storage location in response to the transfened infonnatic^.'' See 
Claim 1 . The final Office Action foils to assert tiiat the Liff reference teaches or suggfests thesedlaha 
elements. In fact, the final C^ce Action appears to rqpeat^ veibatim. the ttsiectionis &SU6^ 
Rejection of November 27, 2006* 

Accordingly, in the present case, given that the final Office Action fails to assert tiiat thelifl? ; 
reference discloses the above recited features and that no rationale or evidence :^wing inhjdren^ oif 
these feauires has been set forth in the Office Action, the rejection of indqwident Claim 1 based on 
anticipation in view of the LifiT reference is ixi^n^)er.. Since the reniaimng clairns dj^|end£x>m < / . 
independent Claim 1 , Applicants fiirtfaer submit lhat tiie rejections of Claims 2-4 are: ^tsol^io^^^ 

B, Claims 1^ are ttatetrtabte over the ctted references 

Notwitbstanduig the impix^riety of the current rejections. Applicants flutfaer siibbiit fhitttiiiel 
cited ref<mtioe$ f^l to teach or suggest the features of indep^dent Claim l. bi tius ix^sasd,. 1^^^ 
example, iiidqpendwt claim 1 redtes, inter alia, **a plurality of open shelves coiitainix^ Mas ifiir -^^ . ; 
carrying items, said items baving.indicia associated therewith; a handheld device programmed iio: rtlisd 
the indicia associated with an item for which a restock is desired, receive order quantity inf 
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associated v\iith the tearftod^^ ; 
associated with the read indicia and fhe oid^ quanti^ infomaation to enable a restbddhg paclcag^ ^ '^i '1 1" ' ' 
prepared: a worigstetjisto oonfieme^ to receive a ciiheirt ouantitv of said item stored in a i^Aa^^ f" 
storage locati^; and a connwitiae device configured to receive the transferred infirnngtinn ari d^queue a ; 
restocking nacka^ to fa e i>ix)cessed for the deceitf rftll^i^ Wiyr ^fle location in i^sponse to flje trai^a^^ : 
y^lSa^jQQ.'' (&t]|)liasisad(fed)i Applicants sohmit that neither the IJ^ 

reference, eloa& or in combixiatum, teadies or suggests the elements, of inde^^endextt Qaiiix iilli; : : ' 

previously amended. : r' T -^ '"^^^ 

The LifT reference discloses (referring to Fig* 1 , for example) a system for dispensing 
phannaceuticals ftiar inclttdcs a caibinet 20, a lK)st comi^ 

comprise.a hand-held i»ar code reader unit 41, St^ Liff reference, col. 5, lines 8-18; coL 6, iW 45^^^^ . . 
The cabinet 20 indude^ columns 34 that may be loaded with pharmaoeutical paclcages 52. Ete&ire:a - I I ! ^ 
column 34 is loaded with a package 32, a column bar code label 76 is compared with a bar codc^ label > 
76 on the package 32. This comparison may take place visually as the reference does not ejtpliditly 
teach or suggest scanning either the package bar code label or the column bar code label to perfomi the 
comparison. See Liff ref^ence, col, 6, litiies 45-67. During loading, the packages 32 are loaded tgj io a . . 
certain height designated by a ciaiumn label 75. The Liff reference then tea^hi^ scamibg ^ papjkia^! ] L \ ■ '',iV v: 
bar code label as each pack^ isdispensed. See Liff refefence» coL 6, tines 51-54. How^rvw/tfe.tiff^ ' 4! v':' : s 
reference does not teach or suggest a hdn<flie]d device programmed to receive order quantity 
information associated with read indicia for a decentralized storage location; a workstation cpiKifiguined ; 
to receive acuire^quantity of s^d item stoied in a'centralized storage location; or a oom|)tttiE^'d^^ 
configured to queue a restocking package to be processed for the decentralized storage Iclssailbwli^^^^ ; - : 1 :5r S 
response to the transferred information, as recited in independent Claim 1 . 

With respect to a handheld device, the final OSice Action refers to coL 7 of Ae Liffiiteferse^ • ': 
goierally. However col- 7 of the lAff refer^M^ does not teach or suggest a handheld device COi^^^i^ 
to receive order quantity infoifnation associated with read indicia for a decenti^i:^ $to^r$g^ 
With respectito a woricstation configured to receive a cunrent quantity of an itiein stored iii W&^i^fjf^^bi 
Storage location and acomputmg device configured to receive the transferred itifbnmd<^^ • .! . J. • 

restocking package to be processed for the decenttialized' stokoge location in response to thb transfeireKii 
infoimMion, mdeed the find Office Action does not suggest 




PAGE 618' 



- . ^ ' 

Fak sent by 



Best Available Copy 

ALSTON BIRD 



B8-11-88 17:B4 Pg: 7/8 



The Frederick reference, which is cited in the fiiial Office Action with regard to ibe rejd?dbb pf^ 
Claim 2, discloses a meAod for nK^toring, dispensings and restocking medical items from a pitiiltility 
of storage locations. Each storage location of the Frederick lefeience is marked with a deaiied fc^eii ot 
quantity for flie item cc^tained ti^rein. Each storage location is further marked witii one or more 
scannable indicia <e.g., hea: eodt labels) corresponding to a '•qujeaatity conditio^,*' For ekmLp}^;:iisk ' ^ 
scannable indiciwh may corie^nd to a "below par lever con^ 

correspond to an of stodc" condition. A user of the system determines v/heAietm item Tecflitir^ 
restoddng, such as by detennining if the current quantity of the item is below the indicated par ^el^^ 
iftheitemisomof^odc. The user then scans the c^ropriate indicium, cdn^^ 
det^mined quantity condition, using a hancflieM device. This causes ^e trarisihiisiim of amessSs^ ' 
indicating that the particular storage location inquires lestoclcmg. A data store may ilsto oblutfe didiac^ • ■ ' 
representative ofthe number ofunits remaining in each storage location. However, the Rrederids 
reference does not tea)(^ or suggest a handheld device programmed to receive order quai^ 
infortnation associated with the r^ad indicia for a decenti^zed storage location; a workstation 
configured to receive a cutr^ quantity of said item stored in a centralized storage ioc^ition; or a. I \ , 
computing device configured to queue a restocking package to be processed for the decei^r^t^i:^^^ 
storage location in response to the transferred infotmati(»), as recited andtitve . 

incorporated into dependent Claini 2. Indeed, the final Office Action does not sugjgest that the ; 
Frederick reference discloses these elements. 

Because neitiier the Liffreference nor tiie Frederick reference teaches or su^ . 
elements of independent Claim 1. Applicants submit that the rejections under 35 U;$vC» §102i(Jb5f ibf V 
independent Claim 1, as well as dependent Qaims 3-4, should be reversed. Additionally, befsdiise; ' 
Claim 2 depends fiom Claim I» Applicants submit tiiat tiie rejection of dependent Claim 2 uiider ^5 ' 
US.C* §1 03(a) ^ukl alsd be reversed. 

In the present situation, not <mly do the Liif and Frederick rrferences, alone or in cbini 
£ail to teach or suggest the claimed features regarding a handheld device programmed to 'reciBLve::Siriniji^ -:' . 
quantity info gmation aissQciated witii tiie rtaA mdicia for a decentraHr^ gfAragge faic^iak a itfi^^^ , ; 

configured to receive, a Ctirrent quantity of said item ^med in a centra liyiaH gt ^ge locatiotL and: a • 
comptriiQg device configured to receive the transferred infomiation and queue a rest6Ckitfe tataa^ ; 
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be !>rocessed for the decentelized storage location in iggponse to the ti anrf^n^r! iyifnmnii^'/^n 
(emphasis added), but the final Office Action £sdls to ey» assert that a workstation configured to 
receive a cunent quantity of said itraa stored fn a ceniraHzed storage location, and a < 
configured to receive the transfened iitfonnation and queue a restocking pack^e ] 
the decemraiized stor^ Ipcattcni in response to the transfened hifonnation are cscptessiyot i 
disclosed by the Liff or Frederick leferences, alone or in combination. 

As $ucb» Applicants have seasonably chall^ed whetfier the cited references teach bi: sigig^ 
at least one of the features for winch ho explanation is given as tQ how the dt^ iefeiei|(^$ieia^^ 
suggest the correspondirig fracture. Applicants again seasonably challenge die assertion iiotljlkj^ 
features are disclosed m the Uff reference or the Fre^ienck ief^ence» alone or in combijd^l>n^^ T 
submit that the rejection of Claim 1 should bei:eversed. Because Claims 2-4 include each of the eli^ 
recitations of independent Claim 1» from which they depend, and for at least the same reasons as 
above, Applicants also submit that the current rejections of Claims 2-4 should be revbrsed. 
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